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G>urt of Appeals of the District of Colrnnlwa 


No. 4883. 

James V. MAKTI^r, Appellant, 
rs. 

Thom.a.s E. Robertsox, Commr., &c. 


a Siipromo Court of the District of Columbia. | 

In Equity. 

I 

No. 46751. I 

j 

I 

James V. Martin, Plaintiff, ! 

I 

vs. 

Thomas E. Robertson, as Commissioner of Patents jof the 

United States, Defendant. i 

f 

I 

United States op America, 

District of Columbia, ss: 

Be it remembered that in the Supreme Court of tljie Dis¬ 
trict of Columbia, at the City of Washington, in said Dis¬ 
trict, at the times hereinafter mentioned, the following pa¬ 
pers were filed and proceedings had in the above-ehtitled 
cause, to wit: ! 


l-^883a 
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1 Bill. 

Filed Mar. 38,1927. Frank E. Cnnnins>;’liam, Clerk. 

In the Supreme Court of the District of Columbia, the 18th 

Day of March, 1927. 

In Equity. 

Xo. 46751. 

J.\MEs V. ^Iarttx, Plaintiff, 
vs. 

Thom.\s E. Robertsox, as Commissioner of Patents of the 

United States, Defendant. 

To the Supreme Court of the District of Columbia, holding 
an equity court; 

The Plaintiff states as follows: 

1. He is a citizen of the United States of America and of 
Garden City, in the County of Nassau and the State of New 
York, and brings this suit in his own right as the assignee 
of entire interest in the application for Letters Patent of 
Augustus M. Herring for a power-driven aeroplane filed 
originally on December 11,1896, in the United States Patent 
Office, Serial 615,353. 

2. The defendant, Thomas E. Robertson (T. E. Robert¬ 
son), is the Commissioner of Patents of the United States 
of America, a citizen of Washington, in the District of Co¬ 
lumbia, and he is sued in this action in his official capacity 
as said Commissioner. 

3. This action is brought, under the provisions of Section 
4915 of the Revised Statutes of the United States, upon the 
grounds that gross error has been made, in respect of the 
matters hereinafter more fully pointed out, by the Commis¬ 
sioner of Patents and by the Court of Appeals of the Dis¬ 
trict of Columbia. 

4. That heretofore and prior to December 11, 1896, the 
applicant Augustus M. Herring, the assignor to your ora¬ 
tor, was the original, first and sole inventor of the 

2 essential elements of an aeroplane in operable com¬ 
bination and of certain new and useful improvements 
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i 

in flying machines, which had not been known or| used by 
others before his invention thereof and which at ;the time 
of his application for Letters Patent as above set forth had 
not been in use or on sale anywhere, had not been patented 
or described in any printed publication in this or any foreign 
country, and had not and have not been abandoned. 

5. That prior to the applicant’s (Herring’s) invention 
mankind was confined for all practical purposes to move¬ 
ment upon the surface of the land and water, but that by 
means of applicant’s invention men have been freed of 
their two dimensional restrictions and are now able to fly 
with comfort and comparative safety at great speeds above 
the clouds, over forests, mountains, and oceans transport¬ 
ing mail and express freight to the edification of mankind, 
and with potentialities of development which may alter 
political and social customs more than any other develop¬ 
ment in history. 

6. That both in letter and spirit applicant was| diligent 

as a matter of law and fact, continuously and int(illigently 
applying himself and all his resources to teach and demon¬ 
strate to his fellow citizens the utility of his invention, from 
a date prior to the filing of his application until liis death 
in July 1926, and that he was fully successful in carrying 
out his part of his patent contract with the people and 
Government of these United States, in that: i 

a. He designed, built and at the risk of his life^ demon¬ 
strated in actual flight the curved aerofoil shown in his 
patent application vdthout which aeroplane flight is now 
known to be impossible. 

3 h. His gliding flights such as that photographed 

under title Exhibit B, opposite page 6, of the printed 
Transcript of Eecord of the Patent Office, for the jCourt of 
Appeals, identified by No. 1906, which is filed herewith and 
made a part hereof and Marked Plaintiff’s Exhibit No. 1, 
demonstrated to mankind for the first time in history as 
early as 1897, and four years before the famous Wright 
Brothers began their gliding experiments, the tj'pel of aero¬ 
foil and disposition of aeroplane parts essential to! success¬ 
ful power driven flight and disclosed for the firsfj time in 
his 1896 application. I 

2—4883a 
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c. PTe sEl)stituted liis Eerofoil invention for tlie flat sur¬ 
faces used upon the U. S. Government Langeley experi¬ 
ment and as chief assistant to Prof. Inniglev in 1895 made 
possible the first successful power model flight of the Smith¬ 
sonian Institution. 

(J. That from the date of filing his aforesaid application 
he diligently prosecuted the same by amendments in the 
U. S. Patent OlTice until he asked for and received the in¬ 
structions as to what the Patent Office would consider proof 
of operability, dated Jan. 4,1898. (See page 12 of Record.) 

c. That Section 4886 of the Revised Statutes has been 
fully complied with by applicant, that no proof of abandon¬ 
ment has been shown, and that the grant of a patent upon 
said a])plication is unlawfully and unjustly withheld. 

/. That the need of a more powerful motor for a given 
weight than any existing in the world in 1898-1899 and 1900 
made such an extended flight as that demanded by the 
Patent Office in its action dated Jan. 4th, 1898, an impossi¬ 
bility until after a more powerful motor could be developed. 

g. That the applicant himself, as shown by the record, 

applied himself with diligence to the task of devel- 
4 oping such a motor and succeeded in making the 
first short power flight in the world’s history in 1898. 

h. That undaunted by what appeared to others and the 
world in general as an insuperable task applicant persisted 
with indefatigable zeal through a continuous series of mis¬ 
fortunes and crashes until finally in 1910 he complied fully 
with the requirements of the last office action in his case 
and promptly renewed his petition for Letters Patent. 

i. That the intervening delay was not of a voluntary 
character, but was in fact and in law unavoidable, and it 
was the dutv of the Commissioner of Patents under Sec- 
tion 4893, R. S., to issue to applicant a patent. 

7. That, in respect to applicant’s case, the period begin¬ 
ning January 4, 1898, and sending January 4, 1900, was 
the statutory period WITHTX which Section 4894, R. S., 
provided exemptipn from ab.andonmont should the delay 
WITHIN that period be shown to be unavoidable to the 
satisfaction of the Commissioner of Patents. 

8. That the Commissioner of Patents in rendering his 
decision dated August 22,1910, held that the delay of appli¬ 
cant in respect to a heavier-than-air flying machine within 
the aforesaid period and for many years thereafter was 
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unavoidable, in that ap]:)8al would have been futile * until 
about 1907, and that such an admission as the Commissioner 
made constituted the legal exception provided against 
abandonment in the Revised Statute, Section 4894. i 

9. That the language of the Section 4894 expressly ex¬ 
cludes a period of time beyond the WITHIN period! from 
consideration as the period during which abandonmeht can 
take place under that statute. ! 

10. That applicant’s application never became 

5 abandoned, either in fact or law, and both the! Com¬ 
missioner and the Court of Appeals erred grossly in 

not offering the proof of abandonment required by Sec¬ 
tion 4886. ! 

11. That the decision rendered by the Court of Ajppeals 

of the District of Columbia on February 7, 1927, was; based 
upon a gross misunderstanding of the obvious meaning of 
Section 4894, R. S., and upon the necessary bearing lof the 
Commissioner of Patents, admission as to the futility of, 
or unavoidableness of, applicant’s delay WITHIN the 
period January 4, 1898, and January 4, 1900. ! 

12. That the CouiJ of Appeals and all subordinate tri¬ 

bunals erred in their understanding of the facts in the case 
as follows: I 

а. They wrongly supposed applicant might haye been 

successful in a limited appeal. ! 

б. They wrongly supposed applicant could have won his 
patent in 1907—1908—1909 by petitioning for allbwance 
based upon the success of the Wright Bros, using ah aero¬ 
plane with an entirely ditferent means of lateral control. 

c. They wrongly supposed applicant was legally free, 

after the denial of August 22, 1910, and prior to thq fraud 
decision of Judge Sawyer (see page 34 of Record), tq prose¬ 
cute his application. I 

d. They wrongly supposed applicant’s counsel advised 

him he could petition respecting his application befofe clear¬ 
ing up the restraining injunction (see pages 33 arid 43 of 
Record) and the fraudulent bankruptcy sale of the Herring- 
Curtiss Co. assets. I 

e. They wrongly supposed that by dealing justly with 

applicant injustice might result to the inventors who 

6 have succeeded by means of applicant’s pribr work 

and disclosures. ! 
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12. That the plaintiff in this action has been diligent in 
seeking the grant of applicant’s patent by every reasonable 
means at his disposal, and that he is entitled to the relief 
provided by Section 4915 of the Revised Statutes of the 
United States, haying complied in all respects with tjie re¬ 
quirements of the said act, and being otherwise entitled 
thereto. 

Wherefore your orator prays that this Honorable Court 
may adjudge and decree that the applicant and assignor 
to your orator is the first, original and sole inventor of the 
elements of an aeroplane in essential combination and of 
the improvements set forth and claimed in his application; 
that he has the riglit in law to have action upon the merits 
of the claims submitted bv amendment, and that vour orator 
is the owner of the said invention and is entitled by law 
to receive a patent as set forth in the claims or any part 
tliereof, as the facts in tlie case may appear. 

And may it please this honorable Court to grant unto 
your orator a writ of Subpoena issuing out of and under 
the seal of this Court, directed to Thomas E. Robertson (T. 
E. Robertson), Commissioner of Patents of the United 
States, commanding him by a day certain to appear and an¬ 
swer to the bill of complaint herein and to do and receive 
what to this honorable Court may seem meet in the prem¬ 
ises. 

And may it please this honorable Court to grant unto 
your orator such other or further relief as may be proper 
in the premises. 

And vour orator will ever pray. 

JAMES V. MARTIN, 

Pro se., 122 Fourth St. S. E., Washington, D. C. 

7 Disteict of Columbia, ss: 

James V. Martin, being first duly sworn, deposes and 
says: 

I am the plaintiff in the above action. I have read the 
foregoing Bill of Complaint and know its contents. The 
same is true of my own knowledge except as to the matters 
therein stated upon information and belief and as to those 
matters I believe it to be true. 


JAMES V. MARTIN. 
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Subscribed and sworn before me this 18tli day bf March, 
1927. 

[sE.\L.] WM. N. PAYNE, Jxi., 

Notary Public, D. C. 

My Commission expires April 1, 1929. 

Motion to Dismiss. I 

i 

Filed March 28, 1927. 


To the Honorable the Judges of the Supreme Coijirt of the 

District of Columbia: i 

Now comes Thomas E. Robertson, Commissionclr of Pat¬ 
ents, the defendant in the above-entitled cause, and moves 
the Court to dismiss the bill filed therein on the following 
grounds: 

I. The bill of complaint shows (paragraphs 6 and 7) 
that the application was rejected on January 4, 1898, that 
no reply was made thereto within the time required by Sec¬ 
tion 4894, R. S., that the Commissioner rendered a 

8 decision on August 22, 1910 (paragraph $)^ refus¬ 
ing to revive the application. Section 4894, R. S., 
provides that upon the failure of an applicant to prose¬ 
cute his application within one year after any actidn therein 
the application shall be regarded as abandonee^ “unless 
it be shoum to the satisfaction of the Commissioner of Pat¬ 
ents that such delay was unavoidable.” The question 
whether the delay in the prosecution of an application was 
unavoidable having thus been submited to the discretion 
of the Commissioner of Patents bv law and the Commis- 
sioner having held in this case that the delay wak not un¬ 
avoidable, this Court is without jurisdiction to review that 
action. 

II. If, however, the Court holds that it has jurisdiction 
to review the Commissioner’s action denying the petition 
to revive, then the bill itself on its face and by reference 
to the Transcript of Record, which has been made a part of 
the bill, shows that the delay was not unavoidable. The 
record shows that no action was taken in response to the 
rejection of January 4,1898, until July 1,1910, when a peti- 
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tion to revive was filed, whicii petition was denied by the 
Commissioner of Patents on August 22, 1910. Xo further 
action was then taken by the applicant until February, 1924, 
when a renewed petition for revival was filed (February 
23, 1924, page 31 of the record). Having taken no action 
in the ease for more than twelve years before filing his first 
petition to revive and after that petition was denied wait¬ 
ing for nearly fourteen years before filing his renewed peti- 
tioia, the delay in the prosecution could not have been held 
unavoidable. 

III. Because this Court has no authoritv to grant the 
prayer of the bill in the form in which it is presented, 
9 this Court can not decree that the applicant is the 
“first, original, and sole inventor” without giving 
other parties who may make the same claim an opportunity 
to be heard. X’or can this Court decree in this proceed¬ 
ing tliat plaintitf is “entitled by law to receive a patent as 
set forth in the claims,” as the claims have never been con¬ 
sidered by any of the appellate tribunals provided by the 
statutes. 

'Wherefore defendant prays that the bill be dismissed 
with costs against the plaintiff. 

: THOMAS E. ROBERTSOX, 

Commissioner of Patents, 
By T. A. HOSTETLER, 

Attorney. 

March 28, 1927. 

Copv mailed to Plaintiff. 

T. A. H. 

3-28/1927. 


Order for Dismissal. 

Filed June 15, 1927. 

# ^ * # # * * 


The Clerk of said Court will please enter the above cause 
discontinued. 


JAS. V. MARTIN, 

Plaintiff, 122 Fourth St. S. E., Wash., D. C. 
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Fiat. 

Let this be filed. 

WENDELL P. STAFFORD, 

Justice. 

10 Motion for Reinstatement. i 

I 

Filed April 13, 1928. I 

I 

Now comes the plaintiff and moves this Honorable Court 
for permission to withdraw the dismissal order heretofore 
entered in the above cause by voluntary action taken in the 
belief that the proper jurisdiction for the suit 'vi'as in the 
United States District Court for the District of jilaryland: 
Within the past forty days the United States Distnct Court 
for the District of Maryland has ruled that the proper juris¬ 
diction for the suit is that of the Supreme Cofirt of the 
District of Columbia. 

Wherefore plaintiff prays for consent to the reinstate¬ 
ment of the above action. 

JAIMES V. MARTIN, 

iflaintiff. 

Service of a copv of the above motion acknowledged by— 

T. A. HOSTETLER, 
Counsel for the Commissioner of Patents. 

Order Alloiving Withdrawal of Order of Dismissal, Sc. 

Filed May 1, 1928. i 

This cause coming on to be heard on the Motion of the 
plaintiff to be given permission to withdraw the Dismissal 
Order heretofore voluntarily filed by the plaintiff with the 
Clerk with the Court’s consent and having been argued by 
Counsel and the Motion granted by the Court on April 
20, 1928, it is by the Court this 1st day of May, 1928, now 
for then, ordered that the said Motion of the plaintiff be 
granted and the plaintiff be permitted to withdraw the Or- 
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cler of Dismissal heretofore filed by the plaintiff and 

11 this cause be reinstated on the docket, ■with leave to 
the defendant to proceed with his Motion already 

filed or to otherwise plead under the rules as he may be 
advised. 

^Y. HITZ, 

Justice. 

Approved as to form. 

T. A. HOSTETLEE, 

For Defendant. 

Final Decree. 

Filed October 4, 1928. 

This cause having come on to be heard on defendant’s 
motion to dismiss and having been argued by counsel for 
the plaintiff and defendant, and upon consideration thereof, 
it is by the Court, this 4th day of October, 1928, hereby or¬ 
dered, adjudged, and decreed that the Bill be and is hereby 
dismissed. 

AVILLIAM HITZ, 

Justice. 

The plaintiff in open Court having noted an appeal to the 
Court of Appeals, the same is allowed and the cost bond 
fixed at $100.00 or a deposit in cash of $50.00 in lieu thereof. 

W. H., 
Justice. 

Approved as to form. 

JAS. V. MAKTIN, 

Plaintiff. 

12 Memorandum. 

October 10, 1928.—$50.00 deposited by Jas. V. Martin in 
lieu of bond on appeal. 
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Assignment of Errors. 

I 

Filed October 10, 1928. 

« * # * #1 

I 

I 

Now comes the plaintiff and makes and files the following 
assignment of error on his appeal in the Court of Appeals 
in the above cause and says: 

1. The court erred in granting the defendant’s motion to 

dismiss the Bill of Complaint on each of the grounds set 
out therein. I 

2. The court eiwed in dismissing the plaintiff’s bill with¬ 

out trial upon the merits as authorized and provided in Sec¬ 
tion 4915 of the Revised Statutes. i 

5. The court erred in dismissing the Bill of Complaint. 

JAS. V. MARTIN, 

Pldmtif. 

Designation of Record. 

Filed October 10, 1928. 

# « * * * * » i 

Now comes the plaintiff and designates the fallowing 
documents that the clerk shall copy into the transcript of 
the record on the appeal to the Court of Appeals: 

1. Bill of Complaint. 

2. Defendant’s Motion to Dismiss. 

3. Plaintiff’s Motion to Dismiss, and Order. 

• I 

4. Plaintiff’s Motion to Reinstate Cause of Action. 
13 5. Order permitting withdrawal of Order] of Dis¬ 

missal. 

6. Decree (Final) entered October 4, 1928. 

7. Assignment of Errors. 

8. Designation of the Record. 

JAS. V. MARTINI, 

Pldintiff. 

To T. Hostetler, Esq., 

Attorney for the defendant: 

Take notice that I vfill apply to the clerk of the cjourt for 
a transcript Record in the above cause on appeal to the 
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Court of Appeals on the foregoino; Assignment of Error 
and Designation of the Record. 

JAS. V. MARTIN, 

I Plaintiff. 

14 Supreme Court of the District of Columbia. 

United States op America, 

District of Columbia, ss: 

I, Frank E. Cunningham, Clerk of the Supreme Court of 
the District of Columbia, hereby certify the foregoing 
pages, numbered from 1 to 13, both inclusive, to be a true 
and correct transcript of the record, according to directions 
of counsel hei-ein filed, copy of vhlch is made part of this 
transcript, in cause No. 46751, in Equity, wherein James 
V. ^Martin is PlaintitT and Thomas E. Robertson, as Com¬ 
missioner of Patents of the United States, is Defendant, as 
the same remains upon the files and of record in said Court. 

In testimony whereof I hereunto subscribe my name and 
affix the seal of said Court, at the City of Washington, in 
said District, this 19th day of November, 1928. 

[Seal Supreme Court of the District of Columbia.] 

FRANK E. CUNNINGHAM, 

Clerk. 

Endorsed on cover: District of Columbia Supreme 
Court. No. 48S3. James V. Martin, appellant, vs. Thomas 
E. Robertson. Comr., &c. Court of Appeals, District of 
Columbia. Filed Dec. 12, 1928. Henry W. Hodges, clerk. 


(4972) 
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COURT OF APPEALS OF THE DISTRICT OF 

COLUMBIA 

Jaituaby Teem 1929, 

No. 4883. 


James V. Martin, 

Appellant, 

vs. 

Thomas E. Robertson, as Com¬ 
missioner of Patents of the 
United States, 

Appellee. 


BRIEF FOR APPELLANT. 

Statement of Case. 

This is an appeal from a decree of the Su* 
preme Court of the District of Columbia sus¬ 
taining a motion to dismiss a hill xmder E. 
S. 4915. 

Application was filed for patent for a flying 
machine Dee. 11, 1896, and after several amend¬ 
ments was rejected January 4, 1898, because 
of a “mere theory” and because of “inopera¬ 
tiveness” (p. 12 of Exhibit #1.). During 1898-9, 
1900 and 1901 applicant was studying, working 
on and developing his machine and widi financial 
assistance of Mr. Amot built and flew it, and 
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in 1901 he built two engines, but before they 
could be tested and flown most of applicant’s 
tools and property were destroyed by fire 
and then Mr. Arnot died and his financial aid 
was cut off (p. 17, Exhibit 1.) excepting a small 
sum. Applicant then with what he could earn 
by writing, continued his work on his machine 
and engine development and finally in July, 1909, 
had so perfected same that a flight was made 
in it by Glenn Curtiss. Then applicant at once 
began preparation to renew and revive this ap¬ 
plication, but a dispute arose with Curtiss and 
applicant could not get full control and custody 
of the model, so he immediately set to work 
and built, completed and flew another similar 
machine in February and April, 1910 (p. 18 
Exhibit 1.). The engines built in 1902, 1903, 
1904 and 1906 by applicant developing his “fly¬ 
ing machine” are described in Exhibit #1. to 
bill (p. 24). 

On July 1, 1910, petition for revival was duly 
filed with affidavit setting forth all of the fore¬ 
going and more, and with proof of an actual 
practical demonstration, and a tender of offer 
to make a practical demonstration in the pres¬ 
ence of an examiner (p. 26). The examiner de¬ 
clined the demonstration; admitted its prac¬ 
ticability, and refused to revive because he 
claimed that the failure of the applicant to reply 
to the Patent Office action of Jan, 4, 1898, had 
caused the application to become automatically 
abandoned; that in the last five years others had 
obtained patents; and that in June, 1909, ap¬ 
plicant had filed two other applications (p. 28, 
Exhibit #1.). 
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The cominissioner on August 22, 1910, denied 
the revival (pp. 28-30, Exhibit No. 1) stating 
applicant was poor and had devoted his whole 
time and means to the art of aerial navigation 
and had succeeded early in 1910, in perfecting 
and completing a successful machine in accord¬ 
ance with this application which had made a 
flight carrying a man, but that the examiner 
in 1898, after requiring a model which was 
produced decided it was only a theory that had 
not been demonstrated; he further stated that 
an appeal from this decision would have been 
futile because of a consistent ruling of the Patent 
Office which he says was revoked and applicant 
given notice thereof in June, 1909, and accord¬ 
ingly his application was abandoned as he 
failed to file for revival in 1909 when Curtiss 
forcibly took his machine, but waited until he 
built a new one and filed on July 1, 1910. 

On facts enumerated to him and afterwards 
embodied in a petition for revival the commis¬ 
sioner in December, 1923, agreed to reconsider 
the petition for revival (p. 30, Exhibit No. 1). 
The revival petition was filed February 23, 
1924, stating that his entire time and resources 
since 1892 had been devoted to developing, test¬ 
ing and perfecting his machine, that the ex¬ 
perimental nature of the work made it exceed¬ 
ingly expensive and he had to earn or get the 
funds from others as he had no funds him¬ 
self. That there was great public doubt as 
late as 1910 as to the practical success of the 
aeroplane and applicant was greatly discouraged 
by the mistaken attitude and decision of the 
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Patent Office that there must be a practical and 
successful demonstration of a flying machine; 
that this erroneous ruling of the Patent Office 
greatly hindered and delayed applicant obtain¬ 
ing financial help and that applicant never for 
a moment intended to, nor did he ever for a 
moment abandon his application, but that he 
was continuously striving to meet the Patent 
Office requirement of a practical demonstration 
before filing petition for revival (p. 32, Exhibit 
No. 1), That applicant believed he was about 
ready for such demonstration in 1904 but short¬ 
age of funds delayed him until 1908 when a 
crash of his plane being built for the Govern¬ 
ment further delaved him and caused the loss 
of his Government contract in 1909 and a fur¬ 
ther loss of funds which was followed by the 
litigation brought against him by Curtiss and 
others. 

That in January, 1910, an injunction was is¬ 
sued against him by Curtiss and all his money, 
rights, and property, which were tied up in the 
Herring-Curtiss Co. were fraudulently enjoined 
until November, 1917, and his patent applica¬ 
tions having previous thereto, about November, 
1910, been illegally sold by the bankruptcy court 
to Curtiss and associate, the sale of same was 
not vacated and set aside until November, 1923 
(the appeal from this decision was decided in 
1928 and is reported in 227 N. Y. Supp. 489; 223 
App. Div. 101), and the petition for revival 
could not be filed pending this decision of No¬ 
vember, 1923, but it was filed shortly there- 
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after on February 23, 1924, pursuant to agree¬ 
ment of the Commissioner in December to hear 
it. 

This petition and application were denied 
May 6, 1924 (p. 49, Exhibit A). 

On June 26, 1925, applicant’s assignee filed 
(p. 51, Exhibit No. 1) petition for grant of Let¬ 
ters Patent and for decision of final allowance 
or final rejection on this application so that he 
would either get the patent or such a rejection 
as could be appealed from. It was rejected 
(p. 59, Exhibit No. 1) on September 9, 1925, 
and an appeal was duly taken to the Court 
of Appeals of the District of Columbia, being 
No. 1906 and was affirmed February 7, 1927 
(57 Apps. 95, 17 F. [2d] 683). Thereupon this 
suit under K. S. 4915 was instituted on March 
18, 1927. 

Assignment of Errors Relied Upon. 

Now comes the plaintiff and makes and files 
the following assignment of error on his ap¬ 
peal in the Court of Appeals in the above 
cause and says: 

1. The court erred in granting the defendant’s 
motion to dismiss the Bill of Complaint on each 
of the grounds set out therein. 

2. The court erred in dismissing the plain¬ 
tiff’s bill without trial upon the merits as au¬ 
thorized and provided in Section 4915 of the 
Revised Statutes. 

3. The court erred in dismissing the Bill of 
Complaint. 
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Points of Law. 

I. Where the Patent Office rejects application 
because of “inoperationness” and no demonstra¬ 
tion that it is practical and applicant being 
destitute of funds and poor works continuously 
as his money vvill permit on machine so as to 
make a practical demonstration. Although it 
takes him ten vears because of lack of funds, 
the destruction of one machine by fire when com¬ 
pleted and the unlawful theft or taking from 
him of another machine, to be ready to make 
the demonstration, such lapse of time is not 
an abandonment of the application or patent. 

II. This is especially true when there was 
no motor known to science, as conceded by the 
Patent Office, that was light enough to fly the 
machine for which the patent was sought, and 
during the same time applicant was designing 
and building, and did design and build such a 
motor. 

III. Where after such rejection aU of appli¬ 
cant’s funds are attached, and any available 
source of financial aid is enjoined, and all of 
applicant’s rights and interests are enjoined in 
one suit and put into bankruptcy in another 
suit, by his enemies, and in spite of the most 
vigorous fighting by applicant are not released 
from such suits for 14 years, during which time 
it was beyond the power of applicant to pros¬ 
ecute his application, such lapse of time is 
not an abandonment of the application or pat¬ 
ent. 
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Argument. 

As the decree appealed from granted a mo- | 
tion to dismiss the Bill of Complaint, all of the : 
foregoing facts and more are admitted to be | 
true. 

i 

The commissioner admitted Herring was the ^ 
first original and sole inventor of this inven¬ 
tion; that the invention when first devised was i 
practical and that on later rejections it was i 
shown to be practical and had been demonstrated 
by actual performances to be practical. 

His excuse that in the meantime others had 
obtained patents has been overruled by this 
court. 

j 

In Mattullath, 38 Apps. 497, this court held ' 
that others getting patents during delay was not 
fatal to the application; the first inventor is the 
one entitled to protection of patent and said ; 
p. 510: i 


“That others have, in the meantime, en¬ 
tered the field, obtained patents, and are 
reaping the rewards of their efforts, is no 
bar to his earlier application, unless the 
delay in reviving the application was 
avoidable. The Commissioner was in 
error, we think, in saying that the pre¬ 
sumption is conclusive against the exis¬ 
tence of acceptable excuse for delay, under 
the circumstances, on the ground that ‘to 
hold otherwise would be to encourage 
those who had slept upon their rights, 
while others struggled on to success, to 
now enter the field and wrest from them 
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the fruits of their labors.’ The purpose 
and policy of the patent law are to give 
the patent to the first inventor, unless he 
has, by his own fault, subordinated his 
right to a more diligent inventor. The 
question upon which the right of renewal 
depended was whether the representatives 
of Mattullath had ‘slept upon their 
rights. ’ The delay in reviving the applica¬ 
tion would, in reasonable probability, not 
have occurred but for the strange action 
of the Office in acting upon some unex¬ 
plained source of knowledge of the death 
of the applicant, and holding that the 
death absolutely and at once revoked the 
power of attorney of his solicitors.” 

In Woodridge vs. U. S., 263 U. S. 50, 68 Led. 
159, where it was held the inventor forfeited his 
patent for wrongful conduct in secreting it in 
the files, the Court said (pp. 59, 163), “Of course 
the conclusion that patents have been abandoned 
by conduct in such cases are reached by inference 
that the delay and other circumstances indicated 
an intention to give up effort to secure a patent.” 
In this ease. Herring was using every effort to 
get rid of litigation which was preventing him 
from getting a patent. 

Again referring to Smith vs. Goodyear Dental 
Vulcanite Company, 93 U. S. 486, 23 Led. 952, 
and Colgate vs. W. U. T. Co., 15 Blatiff. 365, 
Fed. case No. 2995, the Court said: 

“In them the Court found as a fact that 
the delays of the inventor in prosecuting 
his claims in the Patent Office after re¬ 
jection were not due to an intention to 
abandon but to his necessitous circum¬ 
stances.” 
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Smith vs. Goodyear Dental Vulcanite Co., 93 
U. S. 486, 23 Led. 952, held that delay of over 
nine years because of lack of funds was not an 
abandonment and the Court said, page 952; 

“The amendment, however, proved in¬ 
effectual. The application for a patent 
was again rejected; and a third rejection 
followed, a reconsideration for which the 
applicant had asked. This third rejection 
was on the 3rd day of Feb., 1856. From 
that time onward for several years, in¬ 
deed until the patent was finally granted, 
the evidence very satisfactorily shows that 
Dr. Cummings was in a condition of ex¬ 
treme poverty, utterly unable to bear the 
necessary expenses of prosecuting his case : 
further. But he did not withdraw his 
part of the fee he had paid, nor by any ! 
act of his did he indicate acquiescence in 
the unfavorable action of the Patent Of- i 
fice.” 

and again (p. 956): 

i 

“The remaining defenses to the bill rest I 
mainly on the assumption that the new ■ 
petition presented to the Patent Office in i 
1864 cannot be regarded as a continuation i 
of the application made for a patent on 
the 12tli of April, 1855. But this can- i 
not be conceded. The history of the ap¬ 
plication, as we have given it forbids I 
such an assumption. No act of Cum¬ 
mings amounted to a withdrawal of his | 
first petition, or to an acquiesence in its 
rejection. It is true he filed a second pe- ; 
tition in 1864; but he accompanied it 
with substantially the specification that ! 
remained in the office, and with the same 
drawings. It was a mode of procuring : 



10 


another consideration of his rejected 
claim; and the commissioner regarded it 
as such. The Act of March 2, 1861, gave 
him authority thus to regard it. He re¬ 
plied to the rejection, that his claim was 
embraced in an application filed by him 
in 1855, and rejected for want of novelty; 
admitted that it had been improperly re¬ 
jected, and suggested an amendment to 
make it correspond with his former 
amended claim. It is impossible, in view 
of these facts, to regard the effort to ob¬ 
tain a new patent in 1864 as a new and 
independent application, disconnected 
from the application made in 1855. It 
was but one state in a continuous effort. 
In Godfrey vs. Fames, 1 Wall. 317, 17 L. 
ed. 684, the first application was actually 
withdrawn, and a new petition was pre¬ 
sented at the time of the withdrawal, with 
a different description of the invention; 
but as the thing patented under the second 
might have been engrafted as an amend¬ 
ment of the first, it was ruled that all the 
proceedings constituted one application. 
This court said: ‘If a party choose to 
withdraw his application for a patent, 
and pay the forfeit, intending at the 
time of such withdrawal to file a new pe¬ 
tition, and he accordingly does so, the 
two petitions are to be considered parts 
of the same transaction, and both as con¬ 
stituting one continuous application.’ 
We are not aware that filing a second 
petition for a patent, after the first has 
been rejected, has ever been regarded as 
severing the second application from the 
first and depriving the applicant of any 
advantage he would have enjoyed had 
the patent been granted (501 without a 
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renewal of the application). The contrary 
was decided by the Circuit Court for the 
Southern District of Ohio, in Be vs. Dan¬ 
iels, 1 Fish. 372, and in Blandy vs. Griffith, 

3 Fish. 609; and these decisions are 
founded in justice and sound reason. 

“If, then, as we think it must be held, 
the proceeding to obtain the patent was 
a continuous one from 1855 until it was 
granted; if the application of 1855 is not 
severable from the proceedings 1864, there 
is no foundation whatever for the al¬ 
legation that the invention was abandoned 
to the public, and that it was in public 
use or on sale for more than two years 
before the inventor’s application. The 
first use of it proved, by any other than 
Dr. Cummings, was in 1859; and there is 
no evidence that this was with his con¬ 
sent. And the proof respecting his health 
and pecuniary condition, together with 
his constant efforts to obtain the neces¬ 
sary means to prosecute his right, re- ; 
huts all presumption that he ever aban¬ 
doned, actually or constructively, either ; 
his invention or his application for a pat- ; 
ent. That he never intended an abandon- I 
ment of his invention is perfectly clear,* : 
and it was not his fault that granting the 
patent was so long delayed.” 

Colgate vs. W. U. T. Co., Fed. Cases No. 
2995 15 Blatiff. 365: Colgate filed application i 
Jan. 31, 1948, filed amendment Feb. 21,1948, filed ' 
another amended application on same with a i 
model April 2, 1849; and paid $30 fee, and pat- I 
ent was denied in Oct. 1849; thereupon he was I 
entitled to refund of $20 but only on with- i 
drawing his application. He refrained from I 

j 

I 

i 

I 

j 

i 
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withdrawing application but asked for and got 
the fee and the Court held this was not an 
abandonment, saying he evidently needed the 
money and also said, “Nor is there any evi¬ 
dence of any “afirmative abandonment” of his 
invention, between October, 1849, and December, 
1858, there is nothing but lapse of time. As to 
that the evidence shows that he was poor dur¬ 
ing all that time.” He might, says the court, 
have appealed from the 1849 rejection but the 
later admitted unjust treatment of the ofi&ce dis¬ 
couraged him, but there was no abandonment 
thereby. His applications in 1858-59 and 66 
were just continuations of his application of 
1848 and not an abandonment thereof. 

The Court considering the question of dili¬ 
gence or abandonment said, 

“Nor is there any evidence of any 
affirmative abandonment of his invention 
between October, 1849, and December, 
1858. There is nothing but the lapse of 
time. As to that, the evidence shows that 
he was poor during all that time. He 
might have taken an appeal from the de¬ 
cision of October, 1849, but the treat¬ 
ment he had received from the Patent 
Office, afterward acknowledged by it to 
have been wrong and unjust, and the ar¬ 
ray of distinguished names in telegraphy 
presented by the Office to discourage biTn , 
with statements showing how greatly the 
Office rely on information received from 
tiiem, might well have deterred him from 
entering at the time on a further con¬ 
test.” 
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The Court said further: 

“The inaction of the applicant, how¬ 
ever protracted, cannot prejudice his ap- ! 
plication if the delay was unavoidable. I 
Of this the Commissioner is made the i 
final judge, though the question as to 
an abandonment of the invention itself i 
by an unreasonable delay of the applica- I 
tion in the Patent Office may always be 
raised and adjudicated in the courts. No | 
applicant can justly be regarded as re- | 
sponsible for a delay which he could not i 
avoid. If he is urging his application as ; 
rapidly as under all the circumstances he i 
is able to do, he cannot be considered as i 
abandoning it * * *.” 

And again the Court says: | 

“Where the inaction is not truly his I 
own, but is ultimately due to the error i 
or misconduct of other persons, either I 
without his knowledge or beyond his con- ! 
trol, he ought not, and is not compelled i 
to suffer its results. Hence delays in the I 
Patent OflGice not attributable to him nor i 
acquiesced in by him, mistakes in the I 
Patent Ofi&ee which induced him not to i 
act where a correct decision would have ! 
led him to exercise due diligence, and the i 
neglect of his attorney to obey his orders, i 
have been accepted as excuses for an in¬ 
action which otherwise would have been i 
fatal to his application.” j 

Many other decisions might be cited along the ^ 
same lines, but the Court, undoubtedly, is more : 
familiar with them than is the applicant. It I 
is very clear, however, that had the Patent I 
Office taken the correct attitude in this matter, i 
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the patent would have been issued long ago, and 
the contribution of the applicant to the solu¬ 
tion of the problem of aerial navigation would 
have received the reward to which it was en¬ 
titled. 


‘‘Abandonment or dedication of an in¬ 
vention to the public being in the nature 
of a forfeiture, is not favored in law.” 

Jones vs. Sewell, 3 Cliff. 563. 

This doctrine is reiterated in a decision of the 
United States Supreme Court in Insurance Co. 
vs. Eggleston, 96 U. S. 572, in the following 
language: 

“Forfeitures are not favor in law and 
the Courts are always prompt to seize 
hold of any circumstances that indicate 
an election to waive a forfeiture.” 

This principle has been repeatedly applied to 
patents and patent applications. 

Smith vs. Vulcanite Co., 93 U. S. 486. 

In TJ. S. vs. American Bell Telegraph Com¬ 
pany, the Court said: 

“U. S. Kev. Stat., §4915, authorizes a 
suit in equity on behalf of an applicant 
for a patent whose application has been 
refused. Morgan vs. Daniels, 153 U. S. 
120 (38:657), presented a controversy 
under that section, and in the opinion on 
page 124 we said: ‘It is a controversy 
between two individuals over a ques¬ 
tion of fact which has once been settled 
by a special tribunal, intrusted with fuU 
power in the premises. As such it might 
be well argued, were it not for the terms 
of this statute, that the decision of the 
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Patent Office was a finality upon every 
matter of fact.’ ” 

Mere lapse of time is not an abandonment; 
there must be “affirmative abandonment”] de¬ 
lay because of no funds is not an abandonment. 

It was so held in Colgate vs. W. U. T. Co., 
and Smith vs. Goodyear S Co., above which 
were cited and approved by the Supreme Court 
in Woodridge vs. U. S., above. 

These definitions and constructions of aban- ' 
donment under the acts in effect in 1848 and 
later years were known by Congress when it | 
amended the Act in 1870 and at later dates, and I 
it did not change these definitions and construe- I 
tions of abandonment but read them into the i 

i 

Statute by not changing them. | 

i 

The question of abandoment by the Commis- I 
sioner was a question of law prior to 1870, then : 
it was made a question of fact, but the courts ; 
held that then his findings were not conclusive. I 
Later it was changed back to a question of law, ! 
and so remained until the Act of 1927 (which I 
does not apply to this ease), changed it again ! 
to a question of fact. But none of these stat- j 
utes changed the judicial definition and con¬ 
struction of abandonment as made in the Col- \ 
gate and Smith eases above, and same being i 
thereby carried into the amended statute are i 
obligatory on the courts. 

U. 8. Bifie and Cart. Co. vs. Whiting Arms 
Co., 118 U. S. 22, 30, L. ed. 53. Application I 
rejected 2/8/59 and was formally withdrawn i 

I 

i 

i 

I 
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and $20 fee refunded 2/20/59, under Secs. 7, 5, 
Stats. 120, Act 7/4/36. Then Cochan filed and 
obtained 22 patents of which nine were similar 
to this one and some were sold for considerable 
sums. He filed this patent again 12/5/70, under 
Act 7/8/70, allowing withdrawn applications to 
be filed within 6 months after the act, but made 
abandonment a question of fact. The Court held 
he had abandoned and stated “he was poor 
and in debt,” but his delay was not due to want 
of means but because he regarded the other 
patents as more valuable. 

Woodbury Planing Mach. Co. vs. Keith, 101 
U. S. 479, 25 L. ed. 939. Although acts made 
abandonment a question of fact, yet held com¬ 
missioner’s finding is not conclusive. Inventor 
may abandon his rights by a wilful or negligent 
postponement of his claims, and quoted Adams 
vs. Jones, 1 Fish. Pat. Cas. 527, where Mr. Jus¬ 
tice Grier said, “But involuntary delay, not 
caused by the laches of the applicant, should not 
cause a forfeiture.” There must be intention 
to abandon. 

Invention completed 1846 and caveat filed 
May 28, 1846, application filed June 3, 1848. Ee- 
jected Feb. 20, 1849. His attorney empowered 
to withdraw application Oct., 1852. 

In 1854 Woodbury directed another attorney 
to prosecute a new application but that attorney 
thought it was against the rule of the Patent 
Office to do so. 

Eenewed application was filed within 6 months 
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after act of Julv 8, 1870. Held abandoned also 
held he was not original and first inventor as a 
man had preceded him in 1843. 

Intention to withhold from public before filing 
must be designedly to be an abandonment and a 
delay only to perfect or complete is not an 
abandonment {Kindall vs. Winser, 21 How, 322, 
62 U. S. 322, 16 L. ed. 165). 

Delays after invention but before filing ap¬ 
plication or caveat is different from cases where 
the application has been filed {Shaw vs. Cooper, 
7 Peter 292). 

We know of no case under R. S. 4915 where 
there has been a dismissal on motion without 
requiring an answer; answers have always been 
required. 

In Butterworth vs. Hill, 114 U. S. 128, con¬ 
struing this section the Court said: 

“The applicant is to have his remedy 
under that section (4915) by bill in equity, 
and by the adjudication of the Court hav¬ 
ing cognizance thereof, on notice to advise 
parties and other due proceedings had. 
A Bill in Equity implies a suit in Equity.” 

Which means a trial on any and all evidence 
from any and all sources and not just some ad¬ 
ministrator’s record. 

Congress in providing the remedy under Sec. 
4915 R. S. contemplated that the record in the 
Patent Office might be insufficient to bring out 
all the facts in unusual cases such as this, and 
therefore created a remedy which permits the 
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